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DETAILED ACTION 

Response to Arguments 

Applicant's arguments filed November 3, 2008 have been fully considered but 
they are not persuasive. 

The Applicant argues that "the Examiner has the burden of finding prior art in a 
102 rejection which explicitly teaches the transducer being operated in the manner 
specified in applicant's claim 1 and not prior art which is silent on how the transducer is 
operated when applicant, in the prior art section of his specification, has disclosed the 
prior art operation of the transducer." 

The Examiner notes that the Applicant is arguing "the transducer being operated 
in the manner specified in applicant's claim." The Applicant's claims are system claims. 
Section 21 14 of the MPEP states (with emphasis in the original), '"Apparatus claims 
cover what a device is, not what a device does.' Hewlett-Packard Co. v. Bausch & Lomb 
Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990)." Section 21 13 of 
the MPEP states, "A claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus" if the prior art apparatus teaches all the structural 
limitations of the claim. Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 
1 987. "Section 21 1 4 of the MPEP states, "While features of an apparatus may be recited 
either structurally or functionally, claims directed to an apparatus must be distinguished 
from the prior art in terms of structure rather than function. In re Schreiber, 128 F.3d 
1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997)." 
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Furthermore, the argument that the "prior art which is silent on how the 
transducer is operated when applicant, in the prior art section of his specification, has 
disclosed the prior art operation of the transducer," is moot because the claims are the 
determining factor for patentability. 

Also, the Applicant argues that "it is not enough for the Examiner to say in a 102 
rejection that a controller could be programmed to operate the single physically 
rotatable transducer of Hadjicostis as specified in the Applicant's claim 1 ." The 
Examiner notes that there is no disclosure in the any of the claims that stating that the 
controller is a programmable medium, nor that the controller is programmed. 

Regarding the Applicant's note that "as well as other sequences" should not have 
been in quotations, the Examiner agrees. The phrase should have been outside of the 
quotations. 

With respect to the currently pending, non-withdrawn claims, claims 1 and 18 are 
the only claims that actually limit the structure of the systems. Claim 2 discusses a 
next-in-time interval's angular position, which is functional. Claim 3 discusses the 
length of the time intervals and angular positions with respect to other time intervals and 
angular positions. Claim 4 discusses a specific sequence of angular positions that the 
device is intended to perform. Therefore, claims 2-4 are intended use claims and recite 
functional language that does not further limit the structure. 

Claim 19 discusses that the transducer continuously rotates and is therefore 
functional language. Claims 20-22 discuss how far the transducer is intended to rotate 
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and is therefore intended use and represents functional language, therefore, not further 
limiting the structure of the apparatus. 

For at least the reasons above, the rejection of the claims still stands and is 
repeated below. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-4 and 18-22 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Hadjicostis et al (US Patent App. No. 2004/0254570). 

"The system 320 of Hadjiscostis includes a distal end portion 70a which houses 
transducer device 390. Rotating connector rod 392 carries transducer device 390 and 
is coupled to motor 394. Further, the motor 394 exerts a force utilized to rotate 
connecting rod 392 which in turn rotates transducer device 390 {see paragraph 54). It 
should be appreciated that in other embodiments, more than one piezoelectric element 
of the same or different types could be included {see paragraph 55). Generally referring 
to FIGS. 1-11, the embodiments of system 20, 220, and 320 can be completely or 
partially combined in other embodiments {see paragraph 56)." Based on the above, 
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citations, Hadjicostis discloses the aspects of the system claimed in the current 
application. See below where the rejection from the Office Action dated August 6, 2008 
points out the specific aspects of Hadjicostis that are applicable to the pending claims. 

Claims 2-4 are intended use claims and recite functional language that does not 
further limit the structure. Claim 2 discusses a next-in-time interval's angular position, 
which is functional. Claim 3 discusses the length of the time intervals and angular 
positions with respect to other time intervals and angular positions. Claim 4 discusses a 
specific sequence of angular positions that the device is intended to perform. 

Claims 19-22 are intended use claims and recite functional language that does 
not further limit the structure. Claim 19 discusses that the transducer continuously 
rotates and is therefore functional language. Claims 20-22 discuss how far the 
transducer is intended to rotate and is therefore intended use and represents functional 
language, therefore, not further limiting the structure of the apparatus. 

Hadjicostis is capable of providing the functions of claims 2-4 and 19-22. 

The following paragraphs are the rejection from the Office Action dated August 6, 
2008, which points out the relevant aspects of Hadjicostis. 

Hadjicostis discloses an endoscope having a proximal end and a distal end. 
Located at the distal end portion are one or more piezoelectric elements operable to 
ablate tissue of an internal body region (see Abstract). Regarding the piezoelectric 
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elements, see Figures 3, 4 and 8-10. The term "transducer" is used in Hadjicostis to 
describe 90 in Figure 2 (last sentence of paragraph 34), as well as elements 102 in 
Figure 3 (see paragraph 36). In one mode of ablation operation, different subsets of 
elements 102 are activated in a selected sequence in accordance with operating logic 
(i.e., controller) of subsystem 40. A sweep sequence can be performed that can 
continue for 360°. Alternatively, the sweep can be less than 360° (paragraph 42). The 
subsets [can] change in sequence one element at a time at uniform time intervals 
(paragraph 43). Subsets may be sequenced in a pattern that lacks rotational 
progression, subsets may be constituted of nonconsecutive elements, as well as other 
sequences (paragraph 46). Regarding claims 18-22 (and a first interpretation of claim 1 
- see below), another embodiment provides a rotating connector rod that carries a 
transducer device and is coupled to a motor. The transducer is fixed to the rod. The 
motor exerts a force utilized to rotate connecting rod which in turn rotates the transducer 
device (paragraph 54). The motor and rotation rod embodiment can operate in the 
same fashion as that of the first described embodiment (see paragraphs 54 and 55). 
Therefore, rotation may occur at a uniform time interval, may sweep up to or less than 
360°, etc. 

Regarding "a controller which rotationally controls the medical treatment 
transducer to emit ultrasound to thermally ablate patient tissue. . ." as written in claim 1 , 
the Examiner may interpret this to read as (First Interpretation) the transducer physically 
rotating, which is described by the embodiment mentioned above in paragraph 54 as 
related to claims 18-22. However, this may also be interpreted as (Second 
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Interpretation) a controller which controls the emission of a transducer to emit in a 
rotational manner. This second interpretation does not require physical rotation of the 
transducer. The term "transducer" is used in Hadjicostis to describe item 90 in Figure 2 
(last sentence of paragraph 34). Therefore, it can be interpreted that transducer 90 is 
controlled to provide ultrasonic emission in a rotational manner. Based on this 
argument, both interpretations are anticipated by Hadjicostis. 

Regarding claim 4, "subsets may be sequenced in a pattern that lacks rotational 
progression; subsets may be constituted of nonconsecutive elements, as well as other 
sequences (paragraph 46)." Therefore, Hadjicostis is capable of performing these 
angular positions. 

Regarding claim 21 , the reference teaches that the device is capable of providing 
at least 360° of rotational ablation. Therefore, when the device is used twice 
simultaneously, it will provide multiple rotations at most equal to multiples of 360°. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES KISH whose telephone number is (571)272- 
5554. The examiner can normally be reached on 8:30 - 5:00 ~ Mon. - Fri.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on 571-272-4956. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ruth S. Smith/ 

Primary Examiner, Art Unit 3737 

JMK 



